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Commissioner for Patents 
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Alexandria, VA 22313 

Statement in Support of Pre- Appeal Brief Request for Review 

This paper is being filed in support of Applicants' Pre-Appeal Brief Request for Review. 
A Notice of Appeal has been filed herewith in response to the Final Office Action mailed on 
November 18, 2005. Applicants respectfully contend that the claim rejections set forth in the 
Final Office Action are erroneous as a matter of law and/or fact for the following reasons. 
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Claim Rejections - 35 U.S.C. $ 101 

Claims 1-3, 5, 8-11, 14, 42 and 36 stand rejected as being directed to non-statutory 

subject matter for the reasons set forth on page 2 of the Final Office Action. Applicants 
respectfully assert that at the very least, the Final Office Action fails to provide a prima facie 
showing that claim 1 recites non-statutory subject matter directed to an abstract idea. 

The Examiner's rejections are based essentially on a finding that "the language of the 
claim raises a question as to whether the claims are directed merely to an abstract idea ..." In 
order to establish a prima facie case of non-statutory subject matter based on an "abstract idea", 
the Examiner must identify the abstraction and explain why the claim covers every substantial 
application thereof In the case at bar, the rejections are premised on Examiner's assertion that 
"the claims seem to be directed to a method of planning/preparing with no practical application 
of the plan ", which "amounts to a machined manipulated abstract idea:' However, this analysis 
if legally deficient as a matter of law. 

Indeed, in formulating the rejection of claim 1, the Examiner ignores the specifically 
claimed subject matter and, instead, identifies the "abstract idea" of the claim as being directed to 
a method of "planning/preparing". However, claim 1 does not specifically recite a method for 
"planning/preparing," but rather an automated method for managing a plurality of cachable 
entities . In this regard, the Examiner's analysis is backwards - the Examiner does not identify 
the abstraction with respect to the specific claimed subject matter (directed to a method for 
managing a plurality of cacheable entities), but instead appears to identify an "abstract idea" 
based on a generic characterization of the specifically claimed subject matter . This analysis is 
clearly not proper. 
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Moreover, even assuming, arguendo, that the "abstract idea" of claim 1 is properly 
identified as a "method for planning/preparing", the Examiner offer no explanation as to how the 
subject matter of claim 1 (which is directed to a method for managing a plurality of cacheable 
entities) covers every substantial practical application of the identified abstraction of 
"planning/preparing". In this regard, there is simply no reasonable basis to conclude that the 
claimed method of "managing cacheable entities" covers every substantial practical application 
of the abstract ides of "planning/preparing". Accordingly, the rejection should be withdrawn. 
Claim Rejections - 35 U.S.C. $ 112 

Claims 42-44 and 46-48 stand rejected under 35 § U.S.C, first paragraph, as failing to 
comply with the written description requirement. Applicants respectfully submit that such 
rejections are clearly erroneious as a matter of law and fact. 

Claims 42 and 46 : Claims 1 and 1 8 recite '"determining a probability that the at least 
one statement will execute" . Claims 42 and 46 (which depend from claims 1 and 18, 
respectively) recite "determining said probability based on a likelihood of a value of a cachable 
entity changing ". In other words, claims 42 and 46 essentially recite that the probability that a 
statement will execute is determined based on a likelihood of a value of a cachable entity 
changing, which Examiner contends is not described in Applicants' specification and cites page 
36, lines 14-23 of Applicants' specification as being contradictory to the claimed subject matter. 

However, the cited section provides clear support for claims 42 and 46. For example, 
page 36, lines 16-23 clearly describes an example in which the probability that a statement will 
execute (within a conditional branch) can be determined (through program analysis) based on a 
likelihood of the value of x changing. 
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Claims 43, 44. 47. 48: Claims 42 and 46 essentially recite that said probability is 
determined based on a likelihood of a value of a cachable entity changing. Since claims 43, 44, 
47 and 48 depend from claim 42 or 46, the term "said probability" in claims 43, 44, 47 and 48 is 
based on a likelihood of a value of a cachable entity changing . In such case, the 
caching/updating/invalidating steps are performed depending of said probability (likelihood of a 
value of a cachable entity changing likelihood), which is explicitly described in Applicants' 
specification. 

Claim Rejections - 35 U.S.C. $ 102 

Applicants respectfully submit that at the very least, the Final Office Action does not set 
forth a prima facie case of anticipation of claims 1, 18 or 35 based on Nakanishi , Cytron, or 
Dubey, for those reasons set forth in Applicants' Amendment filed on September 14, 2005, 
which is incorporated herein by reference. 

Claim Rejections - 35 U.S.C. § 103 

Applicants respectfully submit that at the very least, the Final Office Action does not set 
forth a prima facie case of obviousness of claims 9 and 26 based on the combination of Cytron 
and Levine, for at least those reasons set forth in Applicants' Amendment filed on September 14, 
2005, which is incorporated herein by reference. 
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Double Patenting 

Applicants may file a terminal disclaimer, if needed, in due course depending on the 
scope of allowed claims. At this time, Applicants request that the double patenting rejection be 
held in abeyance pending the disposition of this application. 



F. Chau & Associates, LLC 
130 Woodbury Road 
Woodbury, New York 1 1 797 
TEL.: (5 16) 692-8888 
FAX: (516) 692-8889 



Frank V. DeRosa 
Reg. No. 43,584 
Attorney for Applicant(s) 



Res 
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